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DETAILED ACTION 

Claims 1-13 and 23 are pending in this application. 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office Action. 

All objections and rejections not repeated in the instant Action have been 
withdrawn due to Applicant's response to the previous Action. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-13 and 23 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. Claim 1 states a "medium which has a salt 
concentration of < 100 mmol/L", however it is unclear whether this is total salt 
concentration or the concentration of any one of the component salts. The instant 
specification repeatedly refers to a "low sodium solution" (Pg. 2, Lines 7-10 and Pg 10, 
Lines 28-32). Claims 2-1 3 and 23 are indefinite as they are dependent on Claim 1 . 
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Claim Rejections - 35 (JSC § 103 

Applicant's arguments, see Pages 11-12, filed 02/07/06, with respect to the 
rejection(s) of claim(s) 1-13 under 35 USC §1 03(a) have been fully considered and are 
persuasive. Therefore, the rejection has been withdrawn. However, upon further 
consideration, a new ground(s) of rejection of claims 1-13 and 23 is made in view of 
Fromherz ef a/. (WO/2001/07002) in view ofMeme etal. (2001). 

Fromherz et al. teaches a method for determining whether a substance is a 
modulator of a membrane-associated voltage-controlled, ligand controlled, or 
mechanically controlled ion-channel/receptor system. (Pg. 3, Lines 47-50, Pg. 2, Lines 
9-12). 

Fromherz et al. teaches that the ion channel is a potassium channel hSIo (Pg. 2, 
Lines 47-48), that the ion-channel receptor system contains NMDA receptor (Pg. 3, 
Lines 1-2), that stimulation of the target component can be carried out via electrical, 
optical, or chemical means (Pg. 3, Lines 4-11), as mentioned above an inherent 
characteristic of voltage is that it is in either AC or DC form. 
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Fromherz et al. teaches that the cell is in contact with an additional electrode, 
specifically a patch clamp (Pg. 5, Lines 20-22), that the potential sensitive electrode can 
be arranged on a chip, (Pg. 3, Line 16) and that a multiplicity of cells can be immobilized 
on a chip having a multiplicity of electrodes. (Pg. 5, Lines 18-19) 

Fromherz does not teach the use of a medium, which has a salt concentration of 
< 100 Mmol/L or the use of an array comprising a multiplicity of cells immobilized on 
different electrodes for the purpose of testing a multiplicity of substances. 

Meme et al. teaches a method for determining whether a substance is a 
modulator of a target component in a cell, comprising the steps of: 

Preparing a cell, containing a target component, wherein the cell is immobilized 
on a potential-sensitive electrode (Pg. 488, Column 1, Lines 31-41), bringing a 
substance to be tested in contact with the cell, in a medium which has a total salt 
concentration of < 100 mmol/L (Pg. 488, Column 2, Lines 14-22 and Pg. 492, Fig. 4), 
measuring the signal at the electrode due to the target component, and determining the 
effect of the substance to be tested on the measurement signal (Pg. 492, Fig. 4). 
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It would have been obvious to combine the method Fromherz et al. for the 
determination of whether a substance is a modulator of a target component of a cell 
with the method as taught by Meme et al. for determining whether a substance is a 
modulator of a target component of a cell wherein the method utilizes a medium which 
has a salt concentration of < 1 00 mmol/L because the method of Meme et al. showed a 
stronger and longer lasting response to a compound in the presence of a low salt 
solution. The ordinary artisan would have been motivated to apply the low salt solution 
of Meme et al. to the method of Fromherz et al. in order to test whether these effects 
would be found in alternate experimental situations. The ordinary artisan would have 
had a reasonable expectation of success based upon the demonstrated success of 
Meme et al. in using a low salt solution in a similar method as described by Fromherz et 
al. 

It is noted supra that Fromherz et al. teach the method of cultivating a multiplicity 
of cells immobilized on multiple electrodes. It would have been obvious to the ordinary 
artisan at the time of the invention that if the technique were suitable for the testing of a 
single substance that it would take only a little further modification to practice the 
technique using multiple substances. The ordinary artisan would have been motivated 
to do so because a method of screening multiple substances would be more efficient 
and cost effective than simply screening one at a time, and the ordinary artisan would 
have had a reasonable expectation of success based on the previous success of the 
technique on testing a single substance. 
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Conclusion 

From the teachings of the references, it is apparent that one of ordinary skill in 
the art would have had a reasonable expectation of success in producing the claimed 
invention. Therefore, the invention as a whole is prima facie obvious to one with 
ordinary skill in the art at the time the invention was made, as evidenced by the 
references, especially in the absence or evidence to the contrary. 



No Claims are allowed. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Paul C. Martin whose telephone number is 571-272- 
3348. The examiner can normally be reached on M-F 8am-5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Terry McKelvey can be reached on 571-272-0775. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Paul Martin 
Examiner 
Art Unit 1655 

03/03/06 




